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DETAILED ACTION 

Response to Arguments 

The applicant's response to the office action mailed on 12/18/2007 was received. 
Applicant's arguments, see declaration under 37 CFR § 1.132, filed 12/18/2007, with 
respect to the rejection(s) of claim(s) 1-7 under 35 USC § 102(e) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
newly found prior art references. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3 and 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jacobs (US 5,194,487) in view of Wallon et.al (US 5,308,914). 
Regarding claims 1-3 and 5-7: Jacobs teaches a two component aqueous 
polyurethane composition comprising (A) a polyurethane, (B-2) a polyether polyol and 
(II) a water dispersible polyisocyanate capable of reacting with a hydroxyl group (col. 1 , 
lines 62-67 and col. 2, lines 14-18). 

The polyurethane, (A), is obtained by condensing a polyol with an aromatic or 
aliphatic dicarboxylic acid (col. 3, lines 50-68) and further reacting the polyester polyol 



Application/Control Number: 10/552,251 Page 3 

Art Unit: 1796 

with a polyisocyanate (col. 3, lines 12-22). The phthalic acid content of (A) based on its 
urethane group is between 9 and 20% by weight (col. 3, lines 6-7). The liquid polyol (B) 
has a molecular weight range between 62 and 1000 (col. 2, lines 40-55). Jacobs further 
teaches the urethane/urea group content to be between 9 and 20% by weight of the 
polyurethane (col. 3, line 7). If the content is 10% by weight of 1000 grams, then there 
is 1 00 grams of urethane/urea functionality. The CONH molecular weight is 43. There 
will be approximately 2.4 moles of CONH present. 

Jacobs does not teach (B-2) being an aromatic polyether polyol or (B1) being an 
aromatic polyester polyol. However, Wallon teaches an aqueous dispersion containing 
a polyurethane and an adhesion improving polymer (col. 1, lines 4-8). The adhesion 
improving polymers are selected from a wide range of materials including polyethers 
(col. 5, lines 63-68) and low viscosity aromatic polyesters (col. 6, lines 3-22). The 
aromatic group can be selected from phthalic acids (col. 6, lines 11-12). If the polyester 
is prepared from phthalic acid or isophthalic acid (col. 3, line 68) and butanediol (col. 4, 
line 10), the aromatic content is approximately 30% by weight. 

Jacobs does not teach that polyols and the polyurethane, (A), are not chemically 
bonded to each other. However, Wallon teaches the addition of the adhesion improving 
polymer, the polyester polyol, to the composition prior to the formation of the 
polyurethane and the NCO content of the mixture is close or at zero (col. 6, lines 58-68) 
so that there will be no reaction between the polyester polyol and the polyurethane. 

Jacobs and Wallon are analogous art namely, aqueous based polyurethane 
coating compositions. At the time the invention was made, a person having ordinary 
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skill in the art would recognize that a combination of the composition of Jacobs with the 
teaching of Wallon relative to a polyester polyol component in the aqueous 
polyurethane would lead to a coating with enhanced adhesion properties. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jacobs 
(US 5,194,487) in view of Wallon et.al (US 5,308,914) as applied to claims 1-3 and 5-7 
above, and further in view of Blank (US 3,960,983). 

Regarding claim 4: Jacobs teaches the basic claimed composition as set forth in 
claims 1-3 and 5-7 above. Jacobs does not teach that the polyether polyol (B-2) is a 
propylene oxide adduct of a polynuclear phenol compound. 

However, Blank teaches incorporating water dilutable polyether polyol resins in 
combination with an aminoplast crosslinking agent to form a useful coating composition 
(col. 1 , lines 55-68 and col. 3, lines 38-47). Further, he teaches these polyether polyols 
are prepared form bisphenolic monomers and alkylene oxides such as propylene oxide 
(col. 2, lines 1-13 and lines 48-52). Jacobs and Blank are analogous art namely, polyol 
containing aqueous coating compositions. At the time the invention was made a person 
having ordinary skill in the art would be motivated to incorporate the aromatic polyether 
polyols of Blank with the aqueous polyurethane coating compositions of Jacobs to 
achieve high solids content aqueous compositions and mar resistant, flexible coatings. 
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Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to THOMAS MATOCHIK whose telephone number is 
(571)270-3291 . The examiner can normally be reached on Monday-Friday 7:30 AM- 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571 -272-1 1 97. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mark Eashoo/ TLM 
Supervisory Patent Examiner, Art Unit 1 796 2/21/2008 
February 28, 2008 



